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DETAILED ACTION 



Claim Rejections - 35 USC § 103 



1 . The following is a quotation of 35 U.S.C. 103(a) which forms the basis for all 
obviousness rejections set forth in this Office action: 

(a) A patent may not be obtained though the invention is not identically disclosed or described as set 
forth in section 102 of this title, if the differences between the subject matter sought to be patented and 
the prior art are such that the subject matter as a whole would have been obvious at the time the 
invention was made to a person having ordinary skill in the art to which said subject matter pertains. 
Patentability shall not be negatived by the manner in which the invention was made. 

2. Claims 1, 4, 7-8, 17, and 19-20 are rejected under 35 U.S.C. 103(a) as being 
unpatentable over Tombetti U.S. Patent 6,021,187 in view of Sells et al. U.S. Patent 
5,471,522. 

Regarding claim 1, Tombetti teaches a method for extending a telephone's 
capability (see Fig. 2, 3, 5, and respective portions of the specification) comprising steps 
of: 

enabling a telephone to store call-related data in memory (360) located 
within the telephone (see col. 8, lines 29-35); 

receiving first call-related data at the telephone (see col. 5, lines 50-65 
and col. 3, lines 32-49); 

recognizing that the first call-related data is to be stored in memory (see 
col. 8, lines 29-35); 
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determining, within the telephone, whether the first call-related data will be 
stored in the telephone memory or the computer memory (see col. 3, lines 32-49 and 
col. 5, lines 50-65); and 

storing the first call-related data in the telephone memory or the computer 
memory based upon the determination (see col. 3, lines 32-49; col. 5, lines 50-65 and 
col. 8, lines 29-35); 

enabling a computer to store the call-related data in memory located 
within the computer (see col. 3, lines 32-49); . 

However, Tombetti reference does not explicitly disclose to alternatively store the 
call-related data in memory located within the computer. 

In the same field of endeavor, Sells et al. teaches to alternatively store (see Fig. 
1, 2, 3, and respective portions of the specification) the call-related data in memory 
located within the computer (see col. 3, lines 59-65) in order to transfer control of the 
telephone line to the appropriate telephony application program (see col. 8, lines 59-62). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included within the Tombetti reference a step to 
alternatively store the call-related data in memory located within the computer as taught 
by Sells et al. since such combination would have transferred control of the telephone 
line to the appropriate telephony application program as suggested by Sells et al. in 
column 8, lines 59-62. 
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Regarding claim 4, Tombetti further teaches the method as claimed in 
claim 1 (see Fig. 2, 3, 5, and respective portions of the specification), wherein the 
telephone is enabled to perform telephone functions independently of the computer (see 
col. 3, lines 32-49 and col. 5, lines 50-65). 

Regarding claim 7, Tombetti in view of Sells et al. teaches a method as claimed 
in claim 1 further including steps of: 

enabling a first processor (152) located within the telephone to process 
data received at the telephone (see Tombetti, Fig. 3, col. 6, lines 10-18); 

enabling a second processor located within the computer to process data 
received at the telephone (see Tombetti, col. 3, lines 32-49); 

recognizing that the first call-related data received at the telephone is to 
be processed (see Sells, col. 5, lines 5-18); and 

determining, within the telephone, whether the first call-related data will be 
processed by the first processor or the second processor (see Tombetti, col. 3, lines 32- 
49 and col. 5, lines 50-65), the telephone thereby controlling the first call-related towhich 
of two structurally separate components will perform processing thereon. 

Regarding claim 8, Sells et al. teaches the method as claimed in claim 1 (see 
Fig. 1, 4, and respective portions of the specification) further including a step of utilizing 
a processor of the computer to process at least a portion of the first call-related data in 
response to instructions from the telephone (see col. 4, line 65 - col. 5, line 14). 
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Regarding claim 17, Tombetti teaches a method for extending a telephone's 
capability (see Fig. 2, 3, 5, and respective portions of the specification) comprising steps 
of: 

enabling a first processor (152) resident in a telephone to process data 
received at the telephone (see col. 6, lines 10-18); 

enabling a second processor resident in a computer to process data 
received at the telephone (see col. 3, lines 32-49); 

receiving call-related data at the telephone (see col. 5, lines 50-65 and col. 
3, lines 32-49); 

determining, using automated processing capabilities of the telephone 
(col. 6, lines 34-40), whether the call-related data will be processed in the first processor 
or the second processor (see col. 3, lines 32-49, and col. 5, lines 50-65) including 
basing said determination upon automated processing performed by the telephone; 
and 

processing the call-related data in either the telephone or the computer 
based upon the determination (see col. 3, lines 32-49; col. 5, lines 50-65) made using 
the automated capabilities (col. 6, lines 34-40). 

However, Tombetti reference does not explicitly disclose a step of recognizing 
that the call-related data required further processing. 

In the same field of endeavor, Sells et al. teaches a step (see Fig. 1, 5, and 
respective portions of the specification) of recognizing that the call-related data required 



Application/Control Number: 09/239,414 Page 6 

Art Unit: 2644 

further processing (see col. 5, lines 5-18) in order to transfer control of the telephone 
line to the appropriate telephony application program (see col. 8, lines 59-62). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included within the Tombetti reference a step of 
recognizing that the call-related data required further processing as taught by Sells et al. 
since such combination would have transferred control of the telephone line to the 
appropriate telephony application program as suggested by Sells et al. in column 8, 
lines 59-62. 

Regarding claim 19, Tombetti in view of Sells et al. teaches a method as claimed 
in claim 18 (see Fig. 2, 3, 5, and respective portions of the specification) including steps 
of: 

enabling the telephone to store data received at the telephone in memory 
located within the telephone (see Sells, col. 8, lines 29-35); 

enabling the computer to store data received at the telephone in memory 
(360) located within the computer (see Sells, col. 3, lines 39-65 and col. 4, lines 48-54); 

recognizing that the received call-related data is to be stored in memory 
(see Sells, col. 4, lines 3-6); 

determining, within the telephone, whether the call-related data will be 
stored in the telephone memory or the computer memory (see Tombetti, col. 3, lines 32- 
49 and col. 5, lines 50-65); and 



Application/Control Number: 09/239,414 Page 7 

Art Unit: 2644 

storing the call-related data in the telephone memory or the computer 
memo based upon the determination (see Tombetti, col. 3, lines 32-49; col. 5, lines 50- 
65 and col. 8, lines 29-35). 

Regarding claim 20, Tombetti further teaches the steps of determining are 
performed by an application programming interface residing within the telephone (see 
col. 4, lines 16-35). 

3. Claims 2-3 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tombetti U.S. Patent 6,021,187 in view of Sells et al. U.S. Patent 5,471,522, and further 
in view of Dunn et al. U.S. Patent 5,495,528. 

Regarding claim 2, Sells et al. further teaches a step of establishing (see Fig. 1 
and respective portions of the specification) a direct data connection between the 
telephone and the computer (see col. 3, lines 53-58). However, Tombetti in view of Sells 
et al. does not explicitly show the telephone and the computer being structurally 
separate components. 

Thus one of ordinary skill would have been motivated to seek a step of 
establishing a direct data connection in which the telephone and the computer being 
structurally separate components as step taught by Sells. Such method would have 
been any known telephone control interface such as one of Dunn et al. in the same field 
of endeavor. 
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Dunn et al. teaches a step of establishing (see Fig. 1 and respective portions of 
the specification) a direct data connection between the telephone and the computer, the 
telephone and the computer being structurally separate components (see col. 4, lines 4- 
25). 

Therefore, it would have been obvious to one of ordinary skill in the art, at the 
time the invention was made to include within the Tombetti in view of Sells et al. a step 
of establishing a direct data connection between the telephone and the computer, the 
telephone and the computer being structurally separate components as taught by Dunn 
et al. in col. 4, lines 4-25 in order to selectively provide a computer control to a digital 
feature telephone as suggested by Dunn et al. on column 2, lines 44-45. 

Regarding claim 3, Sells et al. further teaches the method as claimed in claim 2 
(see Fig. 1 and respective portions of the specification) wherein the telephone and the 
computer are located within a common workspace, the step of establishing the direct 
data connection being independent of providing connectivity for receiving the first 
call-related data (see col. 3, lines 47-52). 

4. Claims 5-6, 9 and 18 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tombetti U.S. Patent 6,021,187 in view of Sells et al. U.S. Patent 5,471,522, and 
further in view of Kikinis et al. U.S. Patent 5,799,068. 
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Regarding claim 5 f Tombetti in view of Sells et al. teaches a method as claimed 
in claim 1 wherein the step of determining includes steps of: 

monitoring storage availability within the telephone memory (see Tombetti 
col. 8, lines 1-8). 

However, Tombetti in view of Sells et al. does not explicitly disclose: 

comparing the monitored storage availability to a storage threshold that is 
related to the telephone memory; and 

storing the first call-related data in the computer memory when the storage 
threshold related to the telephone memory is exceeded. 

In the same field of endeavor, Kikinis et al. teaches steps of (see Fig. 3, 13, 14, 
and respective portions of the specification): 

comparing the monitored storage availability to a storage threshold that is 
related to the telephone memory (see col. 2, lines 50-64 and col. 16, lines 11-21); and 

storing the first call-related data in the computer memory when the storage 
threshold related to the telephone memory is exceeded (see col. 2, lines 50-64 and col. 
16, lines 11-21); 

in order to add digital telephone capability to the computer (see col. 3, lines 20-21). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included within the Tombetti in view of Sells et al. 
reference steps of: 

comparing the monitored storage availability to a storage threshold that is 
related to the telephone memory (see col. 2 t lines 50-64 and col. 16, lines 11-21); and 
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storing the first call-related data in the computer memory when the storage 
threshold related to the telephone memory is exceeded (see col. 2 f lines 50-64 and col. 
16, lines 11-21); 

as taught by Kikinis et al. since such combination would have added digital telephone 
capability to the computer as suggested by Kikinis et al. in column 3, lines 20-21 . 

Regarding claim 6, Kikinis further teaches a step (see Fig. 13, and respective 
portions of the specification) of retrieving call-related data from the compute to the 
telephone in response to signals from the telephone (see col. 12, lines 25-38). 

Regarding claim 9, Kikinis further teaches a step (see Fig. 3, and respective 
portions of the specification) of establishing a data connection between the telephone 
and the computer by connecting the telephone separately to a telephone network and to 
the computer (see col. 5, lines 54-61). 

Regarding claim 18, Tombetti in view of Sells et al. teaches a method as claimed 
in claim 17. Sells et al. further teaches the computer are structurally separate 
components (Fig. 1;col 3, lines 47-58). 

However, Tombetti in view of Sells et al. does not explicitly disclose: 

a step of establishing a direct data connection between the telephone and 
the computer, wherein the telephone and the computer are located within a common 
workspace and wherein the telephone is configured to perform telephone functions 
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independently of the computer. 

In the same field of endeavor, Kikinis et al. teaches a step of (see Fig. 1 and 
respective portions of the specification) establishing a direct data connection between 
the telephone and the computer, wherein the telephone and the computer are located 
within a common workspace and wherein the telephone is configured to perform 
telephone functions independently of the computer (see col. 3, lines 47-52) in order to 
add digital telephone capability to the computer (see col. 3, lines 20-21). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included within the Tombetti in view of Sells et al. 
reference steps of: 

establishing a direct data connection between the telephone and the 
computer, wherein the telephone and the computer are located within a common 
workspace and wherein the telephone is configured to perform telephone functions 
independently of the computer (see col. 3, lines 47-52) as taught by Kikinis et al. since 
such combination would have added digital telephone capability to the computer as 
suggested by Kikinis et al. in column 3, lines 20-21 . 

5. Claims 10 and 16 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tombetti U.S. Patent 6,021,187 in view of Kikinis et al. U.S. Patent 5,799,068. 

Regarding claim 10, Tombetti teaches an apparatus for extending a telephone's 
capability (see Fig. 2, 3, 5, and respective portions of the specification) comprising: 
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means (communication module 156), located within the telephone, for 
receiving data from a telephone network (see col. 7, lines 21-25); 

means (additional memory 360), located within the telephone, for storing 
the data received from the telephone network (see col. 8, lines 29-35); 
However, Tombetti reference does not explicitly disclose: 

means, operatively associated with the means for receiving, for enabling 
the telephone to automatically determine without user input whether the data received 
at the telephone will be maintained at the telephone or transferred to a computer; and 

means, operatively associated with the telephone, for transferring the data 
between the telephone and the computer. 

In the same field of endeavor, Kikinis et al. teaches apparatus (see Fig. 3, 13, 14, 
and respective portions of the specification) comprising: 

means, operatively associated with the means for receiving, for enabling 
the telephone (smart phone) to automatically determine without user input (col. 17, lines 
54-67) whether the data received at the telephone will be maintained at the telephone or 
transferred to a computer (see col. 2, lines 50-64 and col. 15, line 60 - col. 16, line 21); 
and 

means, operatively associated with the telephone, for transferring the data 
between the telephone and the computer (see col. 2, lines 50-64 and col. 15, line 60 - 
col. 16, line 21). 

in order to add digital telephone capability to the computer (see col. 3, lines 20-21). 
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Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included within the Tombetti reference apparatus 
comprising: 

means, operatively associated with the means for receiving, for enabling 
the telephone (smart phone) to automatically determine without user input (col. 17, lines 
54-67) whether the data received at the telephone will be maintained at the telephone or 
transferred to a computer (see col. 2, lines 50-64 and col. 15, line 60 - col. 16, line 21); 
and 

means, operatively associated with the telephone, for transferring the data 
between the telephone and the computer (see col. 2, lines 50-64 and col. 15, line 60 - 
col. 1 6, line 21 ), as taught by Kikinis et al., since such combination would have added 
digital telephone capability to the computer as suggested by Kikinis et al. in column 3, 
lines 20-21. 

Regarding claim 16, Tombetti in view of Kikinis et al. further teaches an 
apparatus as claimed in claim 10 including: 

means (process module 152), located within the telephone, for processing 
the data received from the telephone network (see Tombetti, Fig. 3, col. 6, lines 10-18); 

means (i.e., processing data), located within the computer, for processing 
the data received from the telephone (see Tombetti, col. 3, lines 32-49); and 

means (ASIC 24), located within the telephone, for determining whether 
the data received at the telephone from the telephone network will be processed within 
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the telephone processing means or the computer processing means (see Kikinis col. 6, 
lines 29-38). 

6. Claims 11 and 12 are rejected under 35 U.S.C. 103(a) as being unpatentable 
over Tombetti U.S. Patent 6,021,187 in view of Kikinis et al. U.S. Patent 5,799,068 and 
further in view of Sells et al. U.S. Patent 5,471,522. 

Regarding claim 11, Tombetti in view of Kikinis et al. teaches an apparatus as 
claimed in claim 10. However, Tombetti in view of Kikinis et al. does not explicitly 
disclose: 

means, located within the computer, for storing the data received from the 
telephone; and 

means, located within the telephone, for determining whether data 
received at the telephone from the telephone network will be stored within the telephone 
storage means or the computer storage means. 

In the same field of endeavor, Sells et al. teaches an apparatus including (see 
Fig. 1, 2, 3, and respective portions of the specification): 

means (memory subsystem 31), located within the computer, for storing 
the data received from the telephone (see col. 3, lines 59-65); and 

means (DSP software 120), located within the telephone, for determining 
whether data received at the telephone from the telephone network will be stored within 
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the telephone storage means or the computer storage means (see coi. 3, lines 59-65 
and col. 4, lines 48-54); 

in order to transfer control of the telephone line to the appropriate telephony application 
program (see col. 8, lines 59-62). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included within the Tombetti in view of Kikinis et al. 
reference an apparatus including means (memory subsystem 31), and means (DSP 
software 120), as taught by Sells et al., since such combination would have transferred 
control of the telephone line to the appropriate telephony application program as 
suggested by Sells et al. in column 8, lines 59-62. 

Regarding claim 12, Sells et al. further teaches an apparatus as claimed in claim 
10 (see Fig. 1 and respective portions of the specification) wherein the telephone is 
connected separately to the telephone network and the computer (see col. 3, lines 47- 
52). 

7. Claims 13-15 are rejected under 35 U.S.C. 103(a) as being unpatentable over 
Tombetti U.S. Patent 6,021,187 in view of Kikinis et al. U.S. Patent 5,799,068 further in 
view of Sells et al. U.S. Patent 5,471,522, and further in view of Yeh et al. U.S. Patent 
6,366,653. 
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Regarding claim 13, Tombetti in view of Kikinis, and further in view of Sells 
teaches an apparatus as claimed in claim 12. 

However, the Tombetti, Kikinis, and Sells in combination fails to clearly teaches 
an apparatus wherein the computer lacks computer telephony capability. 

In the same field of endeavor, Yeh et al. teaches a computer lacks computer 
telephony capability (see col. 1 , lines 30-34) in order to provide various telephone 
functions on the computer with user friendly interfaces using programmable software, 
and computer and telephone hardware (see col. 1 , lines 50-53). 

Therefore, it would have been obvious to one of ordinary skill in the art at the 
time the invention was made to have included within the Tombetti, Kikinis, and Sells in 
combination an apparatus wherein the computer lacks computer telephony capability as 
taught by Sells et al. since such combination would have provided various telephone 
functions on the computer with user friendly interfaces using programmable software, 
and computer and telephone hardware as suggested by Yeh et al. in column 1, lines 50- 
53. 



Regarding claim 14, Kikinis et al. further teaches an apparatus wherein the 
means for enabling is located within the telephone (see col. 2, lines 50-64 and col. 15, 
line 60 -col. 16, line 21). 
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Regarding claim 15, Kikinis et al. further teaches an apparatus wherein the 
means for enabling includes an application programming interface resident within the 
telephone (see col. 2, lines 50-64 and col. 15, line 60 - col. 16, line 21). 



8. Applicant's arguments with respect to claims 1-20 have been considered but are 
moot in view of the new grounds of rejection. 



9. The following are suggested formats for either a Certificate of Mailing or 
Certificate of Transmission under 37 CFR 1 .8(a). The certification may be included with 
all correspondence concerning this application or proceeding to establish a date of 
mailing or transmission under 37 CFR 1 .8(a). Proper use of this procedure will result in 
such communication being considered as timely if the established date is within the 
required period for reply. The Certificate should be signed by the individual actually 
depositing or transmitting the correspondence or by an individual who, upon information 
and belief, expects the correspondence to be mailed or transmitted in the normal course 
of business by another no later than the date indicated. 



Certificate of Mailing 

I hereby certify that this correspondence is being deposited with the United States Postal Service with 
sufficient postage as first class mail in an envelope addressed to: 

Assistant Commissioner for Patents 
Washington, D.C. 20231 

on . 

(Date) 

Typed or printed name of person signing this certificate: 



Response to Arguments 



Conclusion 



Signature: 
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Certificate of Transmission 

I hereby certify that this correspondence is being facsimile transmitted to the United States Patent and 



Typed or printed name of person signing this certificate: 



Signature: 

Please refer to 37 CFR 1 .6(d) and 1 .8(a)(2) for filing limitations concerning 
facsimile transmissions and mailing, respectively. 

Any inquiry concerning this communication or earlier communications from the 
examiner should be directed to Con P. Tran whose telephone number is (703) 305- 
2341 . The examiner can normally be reached on M - F (8:30 AM - 5:00 PM). 

If attempts to reach the examiner by telephone are unsuccessful, the examiner's 
supervisor, Forester W. Isen can be reached on (703) 305-4386. The fax phone 
numbers for the organization where this application or proceeding is assigned are (703) 
872-9314 for regular communications and (703) 872-9314 for After Final 
communications. 

Any inquiry of a general nature or relating to the status of this application or 
proceeding should be directed to the Customer Service Office at telephone number 
(703) 306-0377. ^ i f a 



Trademark Office, Fax No. (703). 



on 



(Date) 



cpt C^T 




December 30, 2002 



